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The drawings were received on 17 January 2006. These drawings are generally 
acceptable with the exception of the following requirement to correct a new objection to 
claim 1 which follows. 

A replacement for figure 1 is required because the figure requires labeling that it 
is "Prior Art", since only that which is known or "conventional" is illustrated (Specification 
at page 6, paragraph 1 5. 

The indicated allowability of daims 7 and 25 are withdrawn in view of the newly 
discovered reference(s) to Lynch patent 4,333,835; Johnson patent 6,019,898; Casner 
et al patent 2,817,440 and Stonner et al patent 3,820,954. Any inconvenience to 
applicants is regretted. Rejections based on the newly cited reference(s) follow. 

Claims 2-4,6-19 and 22-25 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claim 7, line 7 "said second partition" lacks antecedent basis; this clause 
should apparently follow the clause reciting details of 2"** weir with second partition. 

In claim 25, line 9 "said labyrinth means" similarly lacks antecedent basis and 
should follow the clause reciting 2'^ weir details. 

Antecedent basis is also lacking for at least the following terminology in 
dependent claims: claim 9 "the bottom of said first weir", claims 9 and 18 "said organic 
weir". 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made In this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 22-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Lynch 
patent 4,333,835. Lynch discloses the following: settler compartment 12 having top 
section adjacent top wall 14/16/20 and bottom section 52/56/58 adjacent a bottom wall, 
coalescing compartment means 32,68,70,125,160 , 1^' weir means 130,131 ,170 
(column 8, lines 23-30 and column 9, lines 65-69) and inlet openings 62 therefor, 2"** 
weir means having upwardly extending 1*' and 2"** partitions 60 and 44 and downwardly 
extending 3"^ partition 42 and labyrinth means 100 or 104,145 therefor, and an 
adjustable lip means 1 10,144,178 coupled to the 2nd partition. 

With respect to independent claim 25, Lynch discloses the following: 
compartment means for coalescing, 1*' weir means and inlet opening means therefor, 
2"** weir means and labyrinth means therefor, an adjustable lip means coupled to the 
labyrinth means. 

Lynch also discloses the following for dependent claims: for claim 22, a means 
for upwardly directing portion of fluid into 1®' weir means 173 (column 10, lines 12-17), 
for claim 23, a means for directing portion of entrained organic phase away from 2"** 
weir (secondary coalescing screen media 100, column 6, lines 34-49), and for claim 24, 
means for varying location of the inlet opening and of the entire apparatus (figure 8 
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shows the entire apparatus being mountable on a wheeled platfornn to be made portable 
(column 7,lines 1-9). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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Claims 2-4,6-8 and 14-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lynch patent 4,333,835 in view of Johnson patent 6,019,898. With 
respect to independent daim 7, Lynch discloses the following: settler compartment 12 
having top section adjacent top wall 14/16/20 and bottom section 52/56/58 adjacent a 
bottom wall , 1*^ weir 130,131,170 (column 8, lines 23-30 and column 9, lines 65-69) 
and inlet openings 62 therefor, 2"*^ weir having upwardly extending 1*' and 2"'' partitions 
60 and 44 and downwardly extending 3^** partition 42 and labyrinth means 100 or 
104,145 therefor, and an adjustable lip means 1 10,144,178 coupled to the 2nd partition. 

Claim 7 and claims dependent therefrom differ from Lynch in requiring the 
adjustable weir lip coupling to be rotatably coupled to the 2"*^ partition, the weir lip of 
Lynch merely being vertically adjustable. However, Johnson teaches a rotatably 
coupled and rotating or pivoting weir lip coupled to a partition comprising the lower 
section of a separating weir (rotatable lip 27 coupled to partition 15a extending above 
weir plate 19/23, column 5, lines 46-52 and column 2, lines 29-39). Thence, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to have 
modified the Lynch system by substituting the rotatably coupled weir lip edge of 
Johnson for the slidably adjustable weir lip of Lynch, so as to facilitate accurate 
adjustment of the height of the weir overflow, to accommodate changes in liquid level in 
the settler chamber. 

Lynch also discloses the following with respect to dependent claims: for daim 2, 
the 1*' weir is associated with collection of organic material or oil (column 8, lines 23-30) 
and 2"^ weir is associated with collection of clarified water (column 8, lines 61-68); for 



Application/Control Number: 10/644,739 Page 6 

Art Unit: 1723 

claims 3 and 6, inlet opening and other portions of both 1^' and 2"*^ weirs being above 
sludge-type organic phase/water interfaces in filtering or coalescing material 68 below 
the openings; for claim 4, a portion of 1^' weir being vertically adjustable (column 9, lines 
65-67), also the location of entire settler compartment and all components therein is 
adjustable since the settler compartment can be moved by positioning it on a trailer or 
platform that is portable by use of wheels (see figure ); for claim 8, a protruding lip 60 or 
1 32 from front wall of 1 ®' weir for purposes of supporting the weir, for claims 1 8 and 20 
riser with top drain/outlet 66,62,64, and for claim 19, sump section 56 or 58 . 

For claims 14-16, Lynch teaches 1*' weir front walls to be attached at about a 90 
degree angle to the side wall of the settler compartment. 

Claims 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lynch in view of Johnson as applied to claim 7 above, and further in view of Stonner et 
al patent 3,820,954. Claims 9-12 differ from Lynch in requiring the 1*' weir to have a 
bottom wall and such wall to be angled towards the bottom rear side of the settler 
compartment. Stonner teaches an oil/water settler and separator having such weirs 
\Mth bottom walls that slope towards the back thereof (column 4, lines 21-32). It would 
have been further obvious to have added such sloping bottom wall taught by Stonner et 
al to the 1^' weir of Lynch, in order to facilitate a greater separation of the liquid phases 
into distinct layers (see Stonner at column 2, lines 53-59). Regarding claims 10-12 of 
this group of claims, Lynch also teaches protruding lip 132 extending downwardly from 
coalescing compartment and 1^' weir towards the settler bottom to support these 



Application/Control Number: 10/644,739 Page 7 

Art Unit: 1723 

structures, while Stonner et al teach the inclined plate of weir front wall of claiir^ 1 1 and 
12. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lynch in 
view of Johnson as applied to claim 7 above, and further in view of Casner et al patent 
2,817,440. Claim 13 differs from Lynch in requiring the sides of the 1^ weir to be angled 
or unequally spaced from the back side of the settler compartment. Casner et al teach 
such angling of weir wall sides (column 3,lines 3-23, especially lines 11-13, with sides 
and bottom angled towards one side of settler compartment in order to facilitate flow of 
heavy impurities towards discharge outlets on the side of the settler compartment 
(Casner at column 4, lines 55-59). 
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Any inquiry concerning this communication or earlier communications from 
tlie examiner should be directed to Joseph Drodge at telephone number 
571-272-1 140. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Wanda Walker, can reached at 571 -272-1 1 51 . The fax 
phone number for the examining group where this application is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either private PAIR or Public 
PAIR, and through Private PAIR only for unpublished applications. For more 
information about the PAIR system, see http://pair-direct.usDto.qov . Should you 
have any questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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